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Office Action Summary 



Application No. 

09/771,054 



Examiner 

Blessing M. Fubara 



Applicant(s) 

MALLO ET AL. 



Art Unit 

1615 



: . The MAILING DATE of this com munication appears on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
• THE MAILING DATE OF THIS COMMUNICATION. 

' of time may be available under the provisions of 37 CFR 1. 136(a). In no event, however, rray a reply be timely ^led 

irI^Mr;To mnl., «,iihin thp 561 Of extended oeriod for reply will, by statute, cause the application to become ABANDONtu (JS u jj.o. s i jj). 
; Any repl? fl^v^X the Ofli^taler thaZhree months atte, the mailing date of this communication, even if timely flied, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b), 

Status 

I Responsive to communication{s) filed on 30 June 2003 . 

2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters Prosecution as to the merits is 

closed in accordance with the practice under Ex parte Oaay/e, 1935 CD. 11,453 0.G.21J. 

Disposition of Claims 

4) 1E1 Claim(s) 1-8 and 11-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claimfs^ 13 and 14 is/are allowed. 

6) 13 Claim(s) 1-8.11 and 12 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some* 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) El Notice of References Cited (PTO-892, 4, □ Inte^iew Summary (PTOSIS) Papj N^ . 

2) □ Notice of Draftsperson-s Patertt Drawing Review (PTO-948) 5) □ Notice of Informal Patent Appiicatton (PT0.152) 

3) 0 Information Disclosure Slatement(s)(PTO-1449) Paper No(s) . 6) U Other: 
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Application/Control Number: 09/771,054 ^^S^ ^ 

Art Unit: 1615 

DETAILED ACTION 

Examiner acknowledges receipt of request for extension of time and request for 
continued examination under 37 CFR 1.1 14 filed 06/30/03. 

Continued Examination Under 3 7 CFR J J 14 

1 . A request for continued examination under 37 CFR 1 . 1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after fmal rejection. Since this application is 
eligible for continued examination under 37 CFR 1 . 1 14, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicants' submission filed on 06/30/03 has been entered. 

Information Disclosure Statement 

2. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609 A(l) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent ,n the United States. 



Application/Control Number: 09/77 1 ,054 P^g^ ^ 

Art Unit: 1615 

4. Claims 1-4, 6-8, 1 1 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Chang (US 3,941,733). 

Chang teaches dispersions of poiy(urethane-urea) terminated by hydrolysable or 
hydrolyzed silyl groups (abstract). The dispersion further comprises solubilizing groups, which 
are groups that ionize in water such as carboxyl, sulfate sulfonate, phosphonate and quaternary 
ammonium compounds (column 3, lines 1-6). Isocyanate, specifically diisocyanate, polymeric 
polyol, silyl compound, e.g. XjSi-compound, ethylene glycol polyfunctional chain extender, and 
water solubilizing compound react to form polyurethane-urea dispersions in water (column 3, 
line 14 to column 4, line 4 and column 6, lines 26-31). Terminal silyl groups are listed in 
column 7, lines 1 1-25 and all but one are clearly the silyl groups recited in claim 7 of the instant 
invention. Ammonium carboxylates are disclosed as water-soluble thermoplastic compounds 

(column 7, lines 49-65). 

Cosmetic in "cosmetic article" is the intended use of the article. The article is composed 
broadly of polyurethane-urea polymer that is functionalized with hydrolysable silyl group. Any 
composition that meets this limitation would anticipate the claim and the future intended use of 
the composition or the article is not specific/critical to the broad composition or article. 
Regarding claim 1 1 , the polyurethane-urea polymer of the prior art would inherently have the 
self-adhesive properties of the composition of the instant invention and thus form a film that 
would have a thickness of 0.025 mm when coated and dried because the prior art teaches the 
composition of the instant invention. 

Chang cleady teaches the limitations of the instant claims. 



Application/Control Number: 09/771,054 P^g^ ^ 

Art Unit: 1615 

Claim Rejections - 55 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6, Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chang (US 
3,941,733). 

Chang clearly teaches a polyurethane-urea terminated by hydrolysable or hydrolyzed silyl 
groups but fails to teach the molecular weight of the polyol. Since Chang is silent on the 
molecular weight of the polyol, Chang teaches all molecular weights. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to prepare 
composition of polyurethane-urea terminated by hydrolysable or hydrolyzed silyl groups and 
perform the chain extender reaction with polyols of all or any molecular weight because the 
silence in the prior art of the molecular weight of the polyol permits the use of polyol with any 
molecular weight. The use of a polyol that has a molecular weight in the range of about 200- 
5,000 is not inventive over the prior art in the absence of showing to the contrary. The 
recitation of "cosmetic article" is an intended use for the article 

7. Claims 1 3 and 14 are allowable because the prior art does not teach a composition 
comprising the specific hydrophilic cationic polymer recited in claims 13 and 14. 

8. The specification has not been checked to the extent necessary to determine the presence 
of all possible minor errors. Applicants' cooperation is requested in correcting any errors of 
which applicants may become aware in the specification. 



Application/Control Number: 09/77 1 ,054 ^^S^ ^ 

Art Unit: 1615 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blessing M. Fubara whose telephone number is 703-308-8374. 
The examiner can normally be reached on 7 a.m. to 3:30 p.m. (Monday to Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page can be reached on 703-308-2927. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3592 for regular 
communications and 703-305-3592 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1234. 



Blessing Fubara ^^J^^^^ 
Patent Examiner 
Tech. Center 1600 
August 9, 2003 



